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Claim 17 provides for the use of the compound, but, since the claim does not set 
forth any steps involved in the method/process, it is unclear what method/process 
applicant is intending to encompass. A claim is indefinite where it merely recites a use 
without any active, positive steps delimiting how this use is actually practiced. 

Claim 17 is rejected under 35 U.S.C. 101 because the claimed recitation of a 
use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-12 and 14-17 rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Nagao EP837085. 

Nagao exemplifies (#20) a polycarbonate based on bis (4 
hydroxyphenyl)cyclohexane with 1H, 1H perfluorobutanol as the terminal group. This 
clearly meets applicant's claims 1-3,5,6 and 8. Other fluorinated terminals such as 1H, 
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1H, 2H, 2H perfluorohexanol (page 13 line 53) can be used which qualify as applicant's 
preferred terminals of claim 4. This polymer can be combined with antioxidants such as 
phenolic antioxidants (page 81 line 18; page 82 line 10). The polymer can be combined 
with another polycarbonate (page 18 line 16). Inherently, such a blending step would 
lower the surface energy of the other polycarbonate. 

The reduced viscosity of the polycarbonate (abstract) can be as low as 0.2 dl/g 
which indicates a low molecular weight and relatively few repeating units. 

Ishiwa '878 is cited for his correlation between Mw and viscosity (col 8 line 34). 

Claims 1-17 rejected under 35 U.S.C. 103(a) as obvious over Nagao EP837085. 

Nagao does not teach the relative amounts of fluorinated polycarbonate and 
other polycarbonate. 

It would have been within the ordinary skill of the art to vary the proportions of 
each polycarbonate to obtain a final product with the "in-between" properties of each. 

Claims 1,2,5,6,8,10,11,14,16 and 17 rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Lee '040. 

Lee produces polycarbonates with fluorinated terminal groups (col 1 line 50). 
These polycarbonates can be blended with other polymers and additives (col 4 line 20- 
22). Inherently, such a blending step would lower the surface energy of the other 
polymer. 

Claims 1-3,5,6 and 8 rejected under 35 U.S.C. 102(b) as anticipated by Brunelle 

'438. 
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Brunelle exemplifies (# II) the production of a biscarbonate which meets 
applicant's claims. 

Claims 1,6,8,10-12 and 14-17 rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over JP06220182. 

The reference produces polycarbonates having terminal groups derived from Y- 
A-ORf (paragraph 11). When Y is -OH, this places a -0(CO)0-A-OR f at the terminals 
of the polycarbonate. This meets fits applicant's formula if -A-ORf is considered to be 
applicant's fluorine containing group Ri and applicant's Xi is a direct bond. 

The polymer can be combined with another polycarbonate, thermostabilizers 
etc(paragraph 46). Inherently, such a blending step would lower the surface energy of 
the other polycarbonate. 

Claims 1 ,6,8, and 1 0-1 7 rejected under 35 U.S.C. 1 03(a) as obvious over 
JP06220182. 

The reference does not teach the relative amounts of fluorinated polycarbonate 
and other polycarbonate. 

It would have been within the ordinary skill of the art to vary the proportions of 
each polycarbonate to obtain a final product with the "in-between" properties of each. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Buttner whose telephone number is 571-272- 
1084. The examiner can normally be reached on weekdays from 10 to 5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck, can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

David Buttner 
2/9/09 



/David Buttner/ 

Primary Examiner, Art Unit 1796 



